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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
        
In the Application of:   │  
      │  

Sears Brands LLC.   │ Thomas M. Minor   
    │ Trademark Examining Attorney  

Serial No. 86/406,361   │  
      │ Law Office 110 
Mark:  CAT & CO. and Design  │  
    
 
 

APPEAL BRIEF UNDER 37 CFR § 2.142 
 

 

I. INTRODUCTION 

Applicant Sears Brands LLC appeals from the Examining Attorney’s final refusal to 

register the above identified trademark and respectfully requests that the Trademark 

Trial and Appeal Board reverse the Examining Attorney’s decision, which found 

Applicant’s trademark descriptive of the relevant goods, and requires a disclaimer of the 

terms “& CO.”   

 

Applicant’s Trademark 

Applicant, Sears Brands LLC (hereafter “Applicant” or “Sears”), is requesting the 

registration of the trademark CAT & CO. and Design, , for use on “cat litter” 

in International Class 31, U.S. Application Serial No. 86/406,361. 



On January 16, 2015, the application to register the mark CAT & CO. (& design) was 

initially refused based upon the opinion that “the applied-for mark merely describes the 

intended use of Applicant’s products, namely, for “cats” and the Applicant’s entity type, 

namely, a “company” or “CO.”  As a result, the Examiner set forth a requirement for the 

Applicant to disclaim the terms “CAT & CO.” 

On July 16, 2015, the Applicant submitted a response to the original office action.  In its 

response, the Applicant disclaimed CAT, but argued that the terms “& CO.” are not 

descriptive of it or its goods, and thus, should be registerable and not disclaimed.   

On August 7, 2015, the Examining Attorney continued his merely descriptive refusal of 

the application, and despite the Applicant arguments, also retained the disclaimer 

requirement for the “& CO.” terms, and made it final. 

On February 8, 2016, Applicant filed its Request for Reconsideration and its Notice of 

Appeal.  In its Request for Reconsideration, Applicant reiterated its argument that the 

applied-for-mark is suggestive, not descriptive, of its goods (cat litter).  Applicant further 

argued the Examining Attorney’s maintained disclaimer requirement was incorrect 

because (1) “& CO.” is used in an arbitrary manner, (2) scores of third party 

registrations include “CO.” similarly without a disclaimer (3) it is a unitary mark, and (4) 

the mark serves as a double entendre.      

On February 26, 2016, the Examining Attorney denied Applicant’s Request for 

Reconsideration.  He maintained and continued the Disclaimer Statement Requirement, 

and made it final with no further explanation. 

In its appeal, Applicant respectfully submits that the maintained merely descriptive 

refusal is inappropriate because, as presented below, the mark CAT & CO. and Design 



does not directly describe its goods/services (cat litter), and as such, Applicant’s mark 

should be considered suggestive at most. 

II ARGUMENT 

A trademark is considered merely descriptive if it “directly conveys information 

concerning the function, characteristics, purpose or use of [the] product.”  Towers v. 

Advent Software, Inc., 913 F.2d 942, 944, 16 U.S.P.Q.2d 1039, 1040 (Fed. Cir. 1990) 

(emphasis added).  Thus, a mark is merely descriptive of a product if it “immediately 

convey[s] to one seeing or hearing it the thought of [the] product.”  In re Hutchinson 

Tech. Inc., 852 F.2d 552, 555, 7 U.S.P.Q.2d 1490, 1492 (Fed. Cir. 1988) (emphasis 

added).   By using such terms as “immediately” and “directly,” the Federal Circuit has 

imposed a high threshold for finding a mark to be merely descriptive.   

As set forth in J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, 

§ 11:51, at 179-180 (4th ed. 2010) “because the line between merely descriptive and 

only suggestive terms is ‘so nebulous,’ the Trademark Board takes the position that 

doubt is resolved in favor of the applicant on the assumption that competitors have the 

opportunity to oppose the registration once it is published and to present evidence that 

is usually not present in ex parte examination.”   

In re Gourmet Bakers, Inc., 173 U.S.P.Q. 565 (T.T.A.B. 1972) (THE LONG ONE for 

bread held not descriptive). Accord In re Morton-Norwich Products, Inc., 209 U.S.P.Q. 

791 (T.T.A.B. 1981) (COLOR CARE for laundry bleach); In re Conductive Systems, Inc., 

220 U.S.P.Q. 84 (T.T.A.B. 1983) (doubts under § 2(e) about the merely descriptive 

nature of a term are resolved in favor of the applicant, unlike the situation in resolving § 

2(d) likely confusion disputes); In re Aid Laboratories, Inc., 221 U.S.P.Q. 1215 (T.T.A.B. 



1983) (PEST PRUF for animal shampoo with insecticide held on the suggestive side of 

the line); In re Bel Paese Sales Co., 1 U.S.P.Q.2d 1233 (T.T.A.B. 1986) (DOLCELATTE 

held not a generic name for a type of cheese); In re Merrill Lynch, Pierce, Fenner & 

Smith, Inc., 828 F.2d 1567, 4 U.S.P.Q.2d 1141 (Fed. Cir. 1987) (doubt on the 

sufficiency of secondary meaning evidence should be resolved in favor of the applicant). 

Further, it is the policy of the Trademark Office to resolve any doubt as to 

descriptiveness in favor of the applicant.  In re Women’s Publishing Co., 23 U.S.P.Q.2d 

1876, 1878 (TTAB 1992) (citing In re Merrill, Lynch, Pierce, Fenner and Smith, Inc., 822 

F.2d 1567, 4 U.S.P.Q.2d 1141, 1144 (Fed. Cir.1987)).  The TTAB has been unwavering 

in this position. 

Further still, the Patent and Trademark Office has the burden to establish a prima facie 

case that the designation sought for registration is not inherently distinctive.  In other 

words, the PTO bears the initial burden of presenting a prima facie case that the 

designation is descriptive.  Here, the Examining Attorney has concluded that Applicant’s 

mark meets this high threshold. 

”CAT & CO.” is not Descriptive of Cat Litter and “& CO.” should not be Disclaimed 

Applicant respectfully disagrees with the Examining Attorney.  The term “CAT & CO.” 

does not describe the nature of Applicant’s goods (cat litter) and, as such, does not 

immediately or directly convey the purpose of Applicant’s goods.  The applicant refers to 

and adopts its arguments in its July 16, 2015 Response as though they are fully set 

forth in this Response. 

Further, the term “CAT & CO.” does not describe the nature of Applicant’s 

goods/services and, as such, does not immediately or directly convey the purpose of 



Applicant’s goods/services.  The distinction is that Applicant is not selling cats in 

connection with the CAT & CO. mark.  This one-step removed aspect of Applicant’s 

goods makes this mark suggestive, not merely descriptive, of Applicant’s goods.  This 

application is similar to the following registrations: 

1. SMART CAT in association with “cat litter” (Reg. No. 4,657,385) 

2. SOPHISTICAT in association with among others “cat food and cat litter” (Reg. 

No. 4,846,158) 

3. ACRO-CATS in association with “Conducting entertainment exhibitions in the 

nature of domestic cats performing circus acts” (Reg. No. 4,760,302) 

4. BOXIECAT (and design) in association with “cat litter” (Reg. No. 4,747,061) 

5. SMARTYKAT in association with “Pet beds; non-metal fabric organizers for 

organizing pet products; pet scratching posts and pads; catnip, cat grass kits for 

cats comprising oat grass seeds, potting soil and plastic containers” (Reg. No. 

4,744,071) 

6. CAT’S MEOW in association with “cat toys” (Reg. No. 4,452,506) 

7. SUPER CAT in association with “Cat toys; Pet toys; Pet toys containing catnip” 

(Reg. No. 4,251,485) 

8. LAUGHING CAT in association with “cat food, cat treats” (Reg. No. 4,062,543) 

(Applicant attaches copies of the above Certificates of Registration hereto) 

Applicant respectfully submits that the CAT & CO. mark qualifies as a suggestive mark 

under the tests created by the TTAB and federal courts.  In the case of Bell South Corp. 

v. Planum Tech. Corp., 14 U.S.P.Q.2d 1555, 1556 (TTAB 1990), the TTAB stated that a 

mark was suggestive if it “require[d] a modicum of imagination or thought before one 



[was] able to determine the nature of applicant’s product.”  Using this test, the TTAB 

found that the mark PHONE FORWARD was suggestive of a call forwarding phone 

service because “the meaning conveyed by applicant’s mark is not immediate or direct.” 

Id. 

Another instructive case is Dial-A-Mattress Corp. v. Mattress Madness Inc., 33 

U.S.P.Q.2d 1961 (E.D.N.Y. 1994).  In Dial-a-Mattress, the court determined that the 

mark did not merely describe the service at issue and stated, “[t]he phrase ‘dial-a-

mattress,’ while certainly establishing a link between the telephone and bedding 

products, does not begin to describe the nature, scope or extent of the services that the 

name has come to represent.”  Id. at 1966 (emphasis added).   

Similar to the Dial-a-Mattress case, while CAT & CO. may suggest that the product is a 

pet product, the mark does not truly describe the nature of Applicant’s goods.   In this 

case, Applicant respectfully asserts that the Examining Attorney has failed to meet the 

high burden of proof required to find a mark to be merely descriptive.  Thus, Applicant 

respectfully requests that the Examining Attorney withdraw the merely descriptive 

refusal and that the application be passed to publication. 

However, assuming arguendo that “CAT & CO.” is deemed not suggestive, but 

descriptive; it still does not follow that “& CO.” must be disclaimed.  A disclaimer is a 

statement that the applicant or registrant does not claim the exclusive right to use a 

specified element or elements of the mark in a trademark application or registration.  

The purpose of a disclaimer is to permit the registration of a mark that is registrable as a 

whole but contains matter that would not be registrable standing alone, without creating 



a false impression of the extent of the registrant’s right with respect to certain elements 

in the mark. 

Here, a clear reading of TMEP1213.03(d) results in the conclusion that the Applicant 

need not disclaim the term “CO.”:  

Words or abbreviations in a trade name designating the legal character of an entity 

(e.g., Corporation, Corp., Co., Inc., Ltd., etc.) or the familial business structure of an 

entity (e.g., “& Sons” or “Bros.”) must be disclaimed because an entity designation has 

no source-indicating capacity. . .  

The only exception to this practice is where the entity designation is used in an arbitrary 

manner (e.g., “THE LTD.” or “KIDS INC.” for clothing or CHUCKLE BROS. for a comic 

strip).   

Here, the Applicant uses the “CO” term in an arbitrary manner.  The Applicant is not an 

organization for or about cats.  Indeed, there is no such legal entity named CAT & CO. 

affiliated with the Applicant.  In support of the argument against the disclaimer 

requirement for the terms “&” and “CO.”, the Applicant highlights the existence of scores 

of third party registrations that include the corporate designation “CO”, but that did not 

require a disclaimer: 

1. 4877020 - SHENOA&CO. WHERE DIAMONDS COME FROM 

2. 4862482 – GATOR & CO PRIVE (disclaimed GATOR) 

3. 4854276 – HAPPYCO 

4. 4856420 – PUFFCO 

5. 4850540 - MILK & CO.  

6. 4852886 – KENNEL & CO. 



7. 4842965 – MCNEIL & CO (& design) 

8. 4839760 – C & CO. 

9. 4836575 – TB & CO. 

10. 4830423 – HOTBRASS&CO 

11. 4829260 – WARTON BREWING CO. 

12. 4816174 – TINYCO 

13. 4745248 – TOAD&CO 

14. 4745246 – TOAD&CO (stylized)  

15. 4743599 - THE IMPROVISED SHAKESPEARE CO. 

16. 4738397 – CATE&CO 

17. 4687717 – FLOUR & CO (stylized) 

18. 4678859 – THE SLIM CO 

19. 4813301 – RED & CO. 

20. 4526483 - BAD CO. FIGHT GEAR (disclaimed FIGHT GEAR) 

21. 4305227 – PAYCO 

22. 4315904 – TIFFANY & CO. 

23. 4005094 – PLANTS & CO. (disclaimed PLANTS) 

24. 4084533 - CASTLE &CO 

25. 4457009 – ROSE & CO (disclaimed ROSE) 

26. 3980146 – MILK & CO (stylized) (disclaimed MILK) 

27. 3239482 – C & CO 

28. 3123195 - SKIP MURPHY AND CO. 

29. 2805755 – DREAMS & CO. 



30. 3014942 – FOODS CO (stylized) 

31. 4125788 – MAX & CO. 

32. 3730552 – WOMEN & CO. (disclaimed WOMEN) 

33. 3920245 – WOMEN & CO. (disclaimed WOMEN) 

34. 3448207 – PARK & CO (& design)  

35. 3624434 – THE WUF BISCUIT CO. & design (disclaimed BISCUIT) 

36. 3434875 – TACOS & CO. (disclaimed TACOS) 

Therefore, whether the analysis includes “CAT & CO.” or merely “& CO.” it is clear that 

the inclusion of such terms in the Applicant’s mark are certainly no more descriptive of 

cat litter than are the marks cited above for their respective goods and services, and 

thus they need not be disclaimed. 

UNITARY MARK 

Next the Applicant argues that CAT & CO. is registerable because it is a unitary mark.  

A mark or portion of a mark is considered “unitary” when it creates a commercial 

impression separate and apart from any unregistrable component. The test for 

unitarianess inquires whether the elements of a mark are so integrated or merged 

together that they cannot be regarded as separable.  See In re EBS Data Processing, 

212 USPQ 964, 966 (TTAB 1981); In re Kraft, Inc., 218 USPQ 571, 573 (TTAB 1983). 

The inquiry focuses on “how the average purchaser would encounter the mark under 

normal marketing of such goods and also ... what the reaction of the average purchaser 

would be to this display of the mark.” Dena Corp. v. Belvedere Int’l, Inc., 950 F.2d 1555, 

1561, 21 USPQ2d 1047, 1052 (Fed. Cir. 1991) (quoting In re Magic Muffler Serv., Inc., 



184 USPQ 125, 126 (TTAB 1974)). The Court of Appeals for the Federal Circuit has set 

forth the elements of a unitary mark: 

A unitary mark has certain observable characteristics. Specifically, its elements are 

inseparable. In a unitary mark, these observable characteristics must combine to show 

that the mark has a distinct meaning of its own independent of the meaning of its 

constituent elements. In other words, a unitary mark must create a single and distinct 

commercial impression. 

Dena Corp., 950 F.2d at 1561, 21 USPQ2d at 1052.  If the matter that comprises the 

mark or relevant portion of the mark is unitary, no disclaimer of an element, whether 

descriptive, generic, or otherwise, is required. 

The examining attorney must consider a number of factors in determining whether 

matter is part of a single or unitary mark: whether it is physically connected by lines or 

other design features; the relative location of the respective elements; and the meaning 

of the terminology as used on or in connection with the goods or services. Dena Corp., 

950 F.2d at 1561, 21 USPQ2d at 1052.  The examining attorney should exercise 

discretion in determining whether a mark or portion of a mark is unitary, in which case a 

disclaimer of a nondistinctive component must not be required.  

Here the CAT & CO. mark is an alliteration of the letter “C” such as to create a unitary 

sound and impression of the mark in its entirety.  Alliterations are regularly used 

marketing tools.  Some famous, but arguably not descriptive alliterations include: 

American Apparel, American Airlines, Bed Bath & Beyond, Best Buy, Circuit City, 

Dunkin Donuts, LuLulemon, and Spic-N-Span.  Similar to these famous alliterations, the 

Applicant’s CAT & CO. alliteration creates a unitary feel to this mark.  As an example, 



the CAT & CO. alliteration mark has a memorable one-syllable cadence that helps 

creates a catchy CAT & CO. phrase.   Such unitary marks are protectable trademarks 

and are not the subject of a disclaimer requirement.  

Further, the addition of the hexagonal design element that encompasses CAT & CO. 

increases the unitary look and feel of this mark.  The visual presentation of a mark may 

be such that the words and/or designs form a unitary whole.  In such a case, disclaimer 

of individual nondistinctive elements is unnecessary. See, e.g., In re Texsun Tire & 

Battery Stores, Inc., 229 USPQ 227, 229 (TTAB 1986) (“[T]he portion of the outline of 

the map of Texas encircled as it is with the representation of a tire and surrounded by a 

rectangular border results in a unitary composite mark which is unique and fanciful.”); 

see also, In re Slokevage, 441 F.3d 957, 78 USPQ2d 1395 (Fed. Cir. 2006) (holding 

trade dress configuration of product design consisting of a label with the words “FLASH 

DARE!” in a V-shaped background, and cut-out areas located on each side of the label, 

with the cut-out areas consisting of a hole in a garment and a flap attached to the 

garment with a closure device not to be unitary where applicant owned separate 

registrations for some of the elements and in view of the separate locations of the words 

and design elements).  Similar to the referenced marks immediately above, the visual 

presentation of the CAT & CO. with Design mark creates the feel and appearance of a 

unitary mark.   

Double Entendre 

The Applicant’s CAT & CO. mark is a double entendre.  A “double entendre” is a word 

or expression capable of more than one interpretation. For trademark purposes, a 

“double entendre” is an expression that has a double connotation or significance as 



applied to the goods or services. The mark that comprises the “double entendre” will not 

be refused registration as merely descriptive if one of its meanings is not merely 

descriptive in relation to the goods or services. 

A true “double entendre” is unitary by definition. An expression that is a “double 

entendre” should not be broken up for purposes of requiring a disclaimer. See In re 

Kraft, Inc., 218 USPQ 571, 573 (TTAB 1983), where the Board found inappropriate a 

requirement for a disclaimer of “LIGHT” apart from the mark “LIGHT N’ LIVELY” for 

reduced calorie mayonnaise, stating as follows: 

The mark “LIGHT N’ LIVELY” as a whole has a suggestive significance which is 

distinctly different from the merely descriptive significance of the term “LIGHT” per se. 

That is, the merely descriptive significance of the term “LIGHT” is lost in the mark as a 

whole. Moreover, the expression as a whole has an alliterative lilting cadence which 

encourages persons encountering it to perceive it as a whole.  See also In re 

Symbra’ette, Inc., 189 USPQ 448 (TTAB 1975) (holding SHEER ELEGANCE for panty 

hose to be a registrable unitary expression; thus, no disclaimer of “SHEER” considered 

necessary). 

Here, the Applicant’s CAT & CO. connotes a faux company name suggesting the goods 

are produced by a firm where the principal is a cat, which is on-its-face fancifully absurd, 

like the Keebler elves.  The second dictionary definition of “Company” is, “the fact or 

condition of being with another or others, especially in a way that provides friendship 

and enjoyment.”  See the Examiners’ January 16, 2015 Office Action, which sets forth 

American Heritage Dictionary of the English Language: 2014; Houghton Mifflin Harcourt 

the definition of COMPANY as “[t]he state of friendly companionship; fellowship”.  Thus, 



to the intended consumers (cat owners) CAT & CO. suggests cats playing with a group 

of friends.   

The instant case is akin to other matters where marks were considered to be “double 

entendres” and, therefore, registrable unitary marks: In re Colonial Stores Inc., 394 F.2d 

549, 157 USPQ 382 (C.C.P.A. 1968) (SUGAR & SPICE for bakery products); In re Tea 

and Sympathy, Inc., 88 USPQ2d 1062 (TTAB 2008) (holding THE FARMACY 

registrable for retail store services featuring natural herbs and organic products and 

related health and information services relating to dietary supplements and nutrition); In 

re Simmons Co., 189 USPQ 352 (TTAB 1976) (THE HARD LINE for mattresses and 

bed springs); In re Del. Punch Co., 186 USPQ 63 (TTAB 1975) (THE SOFT PUNCH for 

noncarbonated soft drink); In re National Tea Co., 144 USPQ 286 (TTAB 1965) (NO 

BONES ABOUT IT for fresh pre-cooked ham). 

It is believed that this response meets the examining attorney’s action.  Therefore, 

Applicant respectfully requests that said mark be registered in the United States Patent 

and Trademark Office on the Principal Register. 

 

III CONCLUSION 

 
For at least the foregoing reasons, Applicant’s trademark is not descriptive of the 

relevant goods and the disclaimer requirement for the terms “& CO.” is not appropriate, 

accordingly, Applicant respectfully requests that Examining Attorney's refusal to register 

Applicant’s mark be removed and the Board allow registration of Applicant's mark.  

Accordingly, Applicant respectfully submits that its application is in condition for 

publication and favorable action is requested. 



 

Respectfully submitted, 
      McAndrews, Held & Malloy, Ltd. 
       
      /s/ Joshua A. Aldort 
      Attorney of record 
 












































































































































































